THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte M CHAEL J. G AMVATI

Appeal No. 98-2889
Application 29/022, 106?

ON BRI EF

Bef ore CALVERT, STAAB and WALTZ, Adm nistrative Patent Judges.

STAAB, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection
of the follow ng design claim

The ornanental design for a heavy duty brush
assenbly housing unit with an integral attachnent

Y Application for patent filed April 29, 1994.
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| eg as shown and descri bed.

No references have been relied upon by the exam ner in
rejecting the claim

The appeal ed clai mstands rejected under 35 U . S.C. § 171
as | acking ornanmentality because the design is for a device
that is hidden fromviewin the final stage of its comercia
life.

The appeal ed cl ai mstands further rejected under 35
US C 8§ 171 as being primarily functional rather than
ornanental in use.

The Hi dden from Vi ew Rej ection

According to the examner, a prinma facie case of |ack of
ornanmental ity has been established in this case because
references cited during prosecution clearly show that articles
of the type clained herein are hidden fromview in their fina
use. ?

Appel | ant does not dispute that articles of the type

clainmed herein are hidden fromview in their final use.

2 As an exanple, the exam ner directs our attention to
Fig. 1 of U S Patent 4,136, 295.
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Appel | ant nmai ntai ns, however, that the declarations of M.

M chael J. G amati, the sole inventor, and M. Gary G @rci a,
manager of product support and custoner service for the

assi gnee of the present invention, establish “that the clainmed
article was designed for sale and display, and that the
appearance of the article had a substantial influence on the
design and ornanentality of the article [such that] . . . an
adequat e show ng of ornanmentality has been provided” (brief,
page 2).

The exam ner contends, however, that appellant has not
shown that the appearance of the article was a natter of
concern at sone point in the life of the article.

In his declaration, inventor Mchael J. G amati declares
that he “designed the brush assenbly housing clainmed in the
capti oned application to have a ‘heavy duty’ |ook and feel.”
For his part, assignee’s manager Gary G Garcia decl ares, on
informati on and belief, that (1) “at |east some custoners have
a perception that a brush assenbly having a housing with a
‘heavy duty’ appearance, will performbetter,” (2) “this
perception is at |least partly based on the appearance of the

brush assenbly housing,” and (3) “the ‘heavy duty’ appearance
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as clained in the captioned application, was a factor in

at | east sone custoner’s decisions to replace nodul ar brush
assenblies having [dissimlar] appearances . . . .~

When an article is hidden fromview in the final stage of
its coomercial life it is reasonable to presune, as a genera
rule, the absence of ornanentality. 1In re Whbb, 916 F.2d
1553, 1557, 16 USPQRd 1433, 1435 (Fed. Cir. 1990). Inquiry
nmust extend, however, to whether at sone point in the life of
the article an occasion arises when the appearance of the
article becones a “matter of concern.” I1d. Qur reading of
appel l ant’ s decl aration evidence, particularly those portions
not ed above, |leaves us with little doubt that the appearance
of the article in question was indeed a “matter of concern”
prior toits final use in that, on those occasions when the
article was viewed by prospective buyers its appearance was
pur poseful ly intended to favorably influence prospective
buyers to purchase sane. The exam ner is not understood to

view the decl arati ons otherwi se.® As such, we consider

% Indeed, the exam ner states that “[he] will concede
that M. Garcia’ s affidavit [sic, declaration] establishes
that during the period of its visibility, the appearance of
the clained design was a '"matter of concern'” (answer, page
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appel l ant’ s evidence to be sufficient to overcone the
presunption of lack of ornanentality raised by the
circunstance that the article is hidden fromviewin its fina
stage of use. W therefore will not sustain the examner’'s
“hi dden in use” rejection.
The Primarily Functional Rejection

Looki ng at the exam ner’s second rejection under 35
U s C
8 171, the exam ner states that “[t]he housing clained in the
i nstant application is also the subject of U S. Patent No.
5,479,060. The few features of the housing that are discussed
in this patent are functional in nature” (answer, page 5).
Inmplicit in the above is the exam ner’s position that the
noted circunstances are sufficient to establish that the
clained design is primarily functional rather than ornanental
in use.

To qualify for design patent protection, a design nust
have an ornanental appearance that is not dictated by function

alone. Hupp v. Siroflex of Anerica, Inc., 122 F.3d 1456,
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1460, 43 USPQ2d 1887, 1890 (Fed. Cir. 1997). Wen there are
several ways to achieve the function of an article of

manuf acture, the design of the article is nore likely to serve
a primarily ornanental purpose. Berry Sterling Corp. v.

Pescor Plastics, Inc., 122 F.3d 1452, 1456, 43 USPQRd 1953,
1956 (Fed. Gr. 1997); L. A Cear Inc. v. Thom McAn Shoe Co.,

988 F.2d 1117, 1123, 25 USPQd 1913, 1917 (Fed. G r. 1993).
Here, declarant G amati, the sole inventor, states that
he “designed the brush assenbly housing clainmed in the
capti oned application to have a ‘heavy duty’ |ook and feel.”
G amati also states that “a functionally equival ent brush
assenbly having a ‘light duty’ appearance coul d be desi gned
having a substantially different appearance than the clai ned
design.” Declarant G amati adds that “a functionally
equi val ent brush assenbly having a ‘ heavy duty’ appearance
coul d be designed having a substantially different appearance
than the claimed design such as, for exanple, by configuring
the attachnent |eg as an al um num bracket integrally attached

to the brush housing, as well as other configurations .

We do not share the exam ner’s apparent belief that the
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exi stence of appellant’s corresponding utility patent is
controlling on the functionality issue raised here. Rather,
the existence of the utility patent is nerely one factor to be
considered with respect to the issue at hand. Berry Sterling
Corp. v. Pescor Plastics, Inc., 122 F.3d at 1456, 43 USPQ2d at
1956. In the present instance, the inventor declares that the
article was designed to have a heavy duty appearance. Al so
noteworthy is appellant’s statenent in the declaration that a
functionally equivalent article having an al um num attachnent

| eg could be designed. U S. Patent No. 4,136, 295, of record,
apparently shows at el enent 82 one such attachnent |eg used
for nounting a nodul ar brush housing unit. |[If used in
conjunction with appellant’s housing unit, a different design
would result. In addition, we note the BFGoodrich Report No.
68- 04- 714K publication nmade of record by appellant. On page
24 of that publication, Figure 29 shows what appears to be a
bl ock-1i ke brush housing unit 5 having a design that is
markedly different fromthe cl ai med design. Wighing all the
above factors, we conclude that the clained design is not

merely functional. W therefore will not sustain the
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exam ner’s rejection of the appealed claimon this basis.
Summary
The decision of the exam ner is reversed.

REVERSED

| AN A CALVERT )
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge
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